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AWARD

1. The Parties

The Complainant is Godrej Consumer Products Limited, 4th Floor,
Godrej One, Pirojshanagar, Eastern Express Highway, Vikhroli [East],
Mumbai, 400079 Maharashtra, India.

The Respondent is Godrej Godrej, Godrej Godrej, Godrej Godrej,
Assam — 111177, India.

2. The Domain Name and Registrar
The disputed domain name is <godrejaer.in>. The said domain
name is registered with the Registrar — Endurance Digital Domain
Technology LLP (IANA ID: 801217). The details of registration of the

disputed domain name (as per WHOIS details relevant to the Complaint)
are as follows:

a. Domain ROID: D3F42D792FEF04D30B2CDFFBA7064718D-IN
b. Date of creation:  July 13, 2023.
c. Expiry date: July 13, 2024.

3. Procedural History

(a) A Complaint dated 19.12.2023 by the Complainant has been filed with
the National Internet Exchange of India (NIXI). The Complainant has
made the registrar verification in connection with the domain name at issue.
The print outs confirmed that the Respondent is listed as the registrant and
provided the contact details for the administrative, billing, and technical
contact. The Exchange verified that the Complaint satisfied the formal
requirements of the Indian Domain Name Dispute Resolution Policy
(INDRP) (the “Policy”) and the Rules framed thereunder.

(b) The Exchange appointed the undersigned Mr. P.K.Agrawal, Former
Addl. Director General in the Government of India, as the sole Arbitrator
in this matter. The Arbitrator finds that he has been properly appointed.
The Arbitrator has submitted the Statement of Acceptance and Declaration
of Impartiality and Independence, as required by the Exchange.

(c) [n accordance with the Policy and the Rules, the copies of complaint
with annexures were sent by the National Internet Exchange of India on
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26.12.2023 by email. The Arbitrator served the Notice under Rule 5(C) of
INDRP Rules of procedure along-with copies of complaint and annexures
to the parties through email on 27.12.2023. The Complainant was advised
to serve copies of the domain complaint along with complete set of
documents in soft copies as well as in physical via courier or post to the
Respondent Registrant at the address provided in the WHOIS details of the
domain. The Respondent was given 14 days’ time by the Arbitrator through
Notice dated 27.12.2023 for reply. The Notice email was served upon the
Respondent email id given in WHOIS details, which was delivered.
According to the Complainant’s emails dated 27.12.2023 / 28.12.2023, the
Complaint with annexures was sent to the Respondent through email on
27.12.2023/28.12.2023 and DTDC Courier on 28.12.2023. In view of this,
the Complaint and its annexures may be regarded to have been served to
the Respondents as per Arbitration and Conciliation Act, 1996 and INDRP
rules. The Respondent responded to the Notice with a very short message
through email dated 27.12.2023. He wrote — “You want domain transfer
from our side.” He submitted a reply on 28.12.2023 in his defence.
Accordingly, the present proceedings have to be conducted on merits as
per the Arbitration and Conciliation Act, 1996 and the .IN Domain Name
Dispute Resolution Policy and the Rules of Procedures framed there under.

4. Factual Background

The Complainant in this arbitration proceedings is Godrej Consumer
Products Limited, 4th Floor, Godrej One, Pirojshanagar, Eastern Express
Highway, Vikhroli [East], Mumbai, 400079 Maharashtra, India.

The Complainant, Godrej Consumer Products Limited [GCPL] is a
leading Fast Moving Consumer Goods [FMCG] company with presence in
Asia, Latin America and Africa. Its products include soap, household
insecticides, hair colourants, toiletries, air fresheners, liquid detergents, etc.
The Complainant is part of the Godrej Group, an Indian conglomerate
headquartered in Mumbai, Maharashtra which was founded in 1897. The
Godrej Group operates worldwide in several different sectors such as real
estate, consumer products, industrial engineering, appliances, furniture,
security and agricultural products, and has a combined revenue of over 4.5
billion USD through its various subsidiaries.

The Complainant [GCPL] is a critical group company of the Godre;j
Group and owns several well-known and popular brands such as ‘Godre;j’,
‘Godrej Aer’, ‘aer’, ‘Godrej Aer Pocket’, ‘Cinthol’, ‘Godrej Fresh Glow’,
‘Godrej No. 17, ‘Godrej Shikakai’, ‘Godrej Expert Rich Créme’, ‘Godrej
Expert Powder Hair Dye’, ‘Renew’, ‘ColourSoft’, ‘Ezee’, ‘Godrej
Protekt’, ‘Mr Magic/Magic’, ‘Godrej Professional’, ‘Goodness.me’, etc.

The Complainant submits that GCPL ranks among the largest
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household air freshener and hair care players in emerging markets. The
Complainant’s products are available in over 80 countries as of now.
Further, the Complainant’s brand ‘Godrej Aer’ along with its variants,
‘aer’, ‘Godrej Aer pocket’, ‘Godrej Aer Power Pocket’, ‘GODREJ AER’
and other similar marks [“Godrej Aer marks”] are extremely popular all
over the world and are widely used by car owners, restaurants, domestic
households and other users in a variety of applications. A variety of
products including car and room air fresheners, bathroom fresheners and
automatic air freshener diffusers are sold by the Complainant under the
Godrej Aer marks.

The Complainant have secured trade mark registrations for the
marks ‘Godrej’, ‘Godrej Aer’ and several other related marks in India as
well as in several other jurisdictions.

INDICATIVE LIST OF TRADEMARK APPLICATIONS /
REGISTRATIONS FOR THE ‘GODREJ AER’ MARKS OF THE
COMPLAINANT IN COUNTRIES OTHER THAN INDIA #

Trade- Appln. No. Appln. Regn. No. Class Country
mark Date

Godre;j 85789 04.02.2014 85789 5 Oman
Aer '

Godrej 85788 04.02.2014 85788 3 Oman
Aer

Godrej 87056 5.02.2014 87056 5 Qatar
Aer

Godre;j 87055 5.02.2014 87055 3 Qatar
Aer

Godre;j 1435006567 11.02.2014 143500656 3 Saudi
Aer 7 Arabia
Godre;j 1435006568 11.02.2014 143500656 5 Saudi
Aer 8 Arabia
Godrej 101979 3.02.2014 101979 3 Bahrain
Aer

Godrej 101980 3.02.2014 101980 5 Bahrain
Aer

Godrej 205680 5.02.2014 205680 3 UAE
Acr

Godrej 205681 5.02.2014 205681 5 UAE
Aer

Godrej 1325 29.12.2012 15900 3&5 Afghanista
Aer . n
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017
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Egypt
Egypt
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Nigeria
Nigeria
China
Australia
China
Myanmar
UK
Madagasca
;Bangladesh
Singapore
UK

Kuwait

Is a

comprehensive, unique and acclaimed introduction to the Complainant’s well-
known mark ‘Godrej’. The said domain name was registered in the year 1998.
The Complainant and its group companies own more than 50 different domain
names out of which each and every one comprises of the mark ‘Godre;j’.

INDICATIVE LIST OF DOMAIN NAMES OWNED BY THE
COMPLAINANT AND OTHER GROUP COMPANIES OF THE
GODREJ GROUP

I. www.godrej.com

3. www.godrejcareers.com

2. www.godrejpodcasts.com

4. www.godrejite.com
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5. www.designdekko.com
7. www.godrejlaffaire.com

9. https://www.godrejindiasaarc.com/
10. https://www.godrejindonesia.com/

6. www.VikhroliCucina.com

8. https://godrejcp.com/

11. https://www.godrejafrica.com/
12. https://www.godrejnorthamerica.com/
13. https://www.godrejlatam.com/
14. https://www.godrejcareers.com/on-campus/

15. https://www.godrejcareers.com/loud/

16. https://www.godrejcareers.com/on-campus/management-trainees/
17. https://www.godrejcareers.com/on-campus/internships/

19. godrejafrica.com

21. godrejagrovet.com

23. godrejcdpl.com

25. godrejconsumerproducts.com

18. acigodrej.com

20. godrejagrovet.com

22. godrejastec.com

24. godrejcdt.com

26. godrejconsumerproducts.net
27. godrejconsumerproducts.org
28. godrejcp.asia

30. godrejcp.co.in

32. godrejcp.in

34. godrejcp.net

36. godrejcp.org

38. godrejeasternafrica.biz
40. godrejeasternafrica.in

42. godrejeasternafrica.org
44. godrejinds.com

46. godrejinds.net

48. godrejindustries.com

50. godrejindustries.org

52. godrejsa.in

54. godrejsa.org

56. godrejsoaps.com

58. godrejsoaps.org

60. godrejsouthernafrica.com
62. godrejsouthernafrica.net
64. godrejuk.com

66. godrejwesternafrica.com
68. godrejwesternafrica.net
70. cinthol.com

29.
31.
33.
33.
37.
39.

41

51

godrejcp.biz
godrejcp.com
godrejcp.in

godrejcp.net
godrejdarling.biz
godrejeasternafrica.com

. godrejeasternafrica.net
43,

45.
47.
49,

godrejinds.co.in
godrejinds.in
godrejindustries.co.in
godrejindustries.net

. godrejnb.com
53.

55.
57.
59.
61.
63.
65.
67.
69.
71.

godrejsa.net
godrejsoaps.com
godrejsoaps.net
godrejsouthernafrica.biz
godrejsouthernafrica.in
godrejsouthernafrica.org
godrejwesternafrica.biz
godrejwesternafrica.in
godrejwesternafrica.org

ezeefabcare.com
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72. fairglow.com 73. godrejaer.com

74. godrejcinthol.com 75. godrejdarling.com

76. godrejdarling.in 77. godrejdarling.net

78. godrejdarling.org 79. godrejdishwash.com
80. godrejezee.com 81. godrejezee.com

82. godrejgenteel.com 83. godrejhit.com

84. godrejmaxximilk.com 85. godrejnol.com

86. godrejnol.com 87. godrejnupur.com

88. godrejprofessional.com 89. godrejprofessional.com
90. godrejprofessional.in 91. godrejshavingcream.com
92. haircareindia.com 93. adigodrej.com

94. adigodrej.in 95. adigodrej.net

96. adigodre;j.org 97. godrejadi.com

98. godrejadi.in 99. godrejinds.org

The Complainant’s brands ‘Godrej’ and GOdI‘C_] Aer’ have a huge
social media presence.

Respondent’s Identity and Activities

The Respondent has not disclosed any information regarding his
identity or activities. In WHOIS details available in public domain, most
of the information including address has been “redacted for privacy”.

The Respondent responded to the Notice with a very short message

through email dated 27.12.2023, and submitted a reply on 28.12.2023 in
his defence.

5. Parties Contentions

A.Complainant

The Complainant contends that each of the elements specified in the
Policy are applicable to this dispute.

In relation to element (i), the Complainant submits that the domain
name is identical or confusingly similar to a trademark or service mark in
which the Complainant has rights.

According to the Complainant:

* The disputed domain name gives rise to enormous confusion as to its
origin, as the domain name used by the Respondent is identical to the
well-known trademark/service mark of the Complainant. The
Respondent has copied the entirety of the Complainant’s registered and

M
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well-known trademark ‘Godrej Aer’ verbatim without even changing a
single letter.

Moreover, the disputed domain name redirects to a secondary website,
available at <https://airfreshner.in/> [the “Redirected Website”]. It
must be noted that the Redirected Website, which is now inactive,
contained a fake and fraudulent website, which purported to sell
products under the ‘Godrej Aer’ brand owned by the Complainant. It is
important to note that the Complainant previously owned and operated
a dedicated website for its ‘Godrej Aer’ brand, at the URL
<https://godrejaer.com>, which the Complainant stopped operating in
March 2023. Since the Complainant manufactures and sells a wide
range of goods under the Godrej Aer marks, any member of the general
public would mistakenly assume that the disputed domain name and the
Redirected Website are owned and operated by the Complainant,
whereas nothing could be further from the truth. Thus, the use of the
disputed domain name by the Respondent is a prima facie case of
cybersquatting and trade/service mark/name infringement and passing-
off.

In fact, the WIPO Panels in cases such as Reuters Ltd. v. Global Net
2000 Inc., D2000-0441; Altavista Company v. Grandtotal Finances
Ltd., D2000-0848; Playboy Enterprises v. Movie Name Company,
D2001-1201 have held that the mere omission of one letter of a
trademark has no effect on the determination of confusing similarity
between a trademark and a domain name. The present case 1s on an even
higher footing as the Respondent has picked up the registered
trademark of the Complainant verbatim without even changing a
single letter. This particular term is identical to the ‘Godrej Aer’ range
of air freshener products manufactured and sold by the Complainant.
Thus, the use of the disputed domain name by the Respondent is a prima
facie case of cybersquatting and trade/service mark/name infringement
and passing-off.

It is submitted that the domain name <www.godrejaer.in> is identical
to the well-known and registered trademark ‘Godrej Aer’. Numerous
UDRP panels have held [Farouk Systems, Inc. v. Yishi, D2010-0006;
Havells  India _Limited, QRG Enterprises _Limited _v. Whois
Foundation _D2016-1775] that a domain name which wholly
incorporates a Complainant’s registered mark may be sufficient to
establish identicalness or confusing similarity, despite the addition of

other words to such marks. &/g
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The well-known mark ‘Godrej’ has been in extensive, continuous and
uninterrupted use since the year 1897 in relation to the Complainant’s
[and its group companies] business. The Godrej Aer marks have also
been used in relation to advertisements and related
business/commercial information disseminated in several print media
such as newspapers, magazines etc. both in India as well as abroad.

The ‘Godrej’ mark is the corporate name as well as the primary brand
name of the Complainant and its group companies.

The Complainant and its group companies have been using the
trademark ‘Godrej’ in an extensive and continuous manner for more
than a century and has thus acquired secondary meaning in the mark.
[Realmark Cape Harbour L.L.C. v. Lawrence S. Lewis, D2000-1435].

The trademark ‘Godrej’ has been declared a ‘well-known’ mark by the
Trade Marks Registry, India under Section 11[6] of the Indian Trade
Marks Act, 1999. A list has been published by the Trade Marks
Registry, India, duly indicating ‘Godrej’ as a well-known mark.

It is well established that specific top-level domain, such as “.com”,
“in”, “.co.in” “.net” or “.travel”, does not affect the domain name for
the purpose of determining whether it is identical or confusingly similar
[Magnum Piering, Inc. v. The Mudjackers and Garwood S. Wilson,
Sr., D2000-1525; Rollerblade, Inc. v. Chris McCrady, D2000-0429,

Wells Fargo and Company v. Jessica Frankfurter, INDRP/392].

In Living Media, Limited v. India Services, D2000-0973, it has been
held that “trademark registration is itself prima facie evidence that the
mark is distinctive”. Similarly, in eduto, LLC v. Triple S Auto Parts,
D2000-0047, the Panel decided that when a domair} name Wholly
incorporates a Complainant’s registered mark, that is sufficient to

establish identical or confusing similarity for purposes of the UDRP
policy.

An internet user, who wishes to visit the website of the Complainant to
purchase the Complainant’s products under the brand name ‘Godrej
Aer’, to type its brand name ‘Godrej’ followed by the term *aer’ [which
is identical to the Complainant’s registered trademark] and the country
specific Top-Level Domain <.in>. This will lead the Internet user to

believe that the Complainant is associated with or owngh}lwebsite
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bearing the domain name <www.godrejaer.in>. Moreover, it is very
likely that an internet user, who would want to search for air freshener
solutions by Godrej would search for the term ‘Godrej Air Fresheners’.
Such a search would inadvertently lead the user to the disputed domain
name and the user would mistakenly assume that the disputed domain
name, the Redirected Website and the services offered through it are
being offered by the Complainant.

In the past, administrative panels have also ruled in favour of brand
owners even where the mark was not registered [Satyam Computer
Service Limited v. Vasudeva Varma Gokharaju, D2000-0835;
Express Publications [Madurai] Ltd. v. Murali Ramakrishnan,
D2001-0208 and Hindustan Petroleum Corporation Limited v. Neel
Punatar, D2004-0351].

Accordingly, the Complainant contends that the first condition that

Respondent's. domain name is identical or confusingly similar to a name,
trademark, or service mark in which the Complainant has rights, as per
Paragraph 4 (a) of the Policy has been satisfied.

In relation to element (ii), the Complainant contends that the

Respondent does not have any right or legitimate interest in <godrejaer.in>.

The Complainant submits:
The Respondent has no proprietary or contractual rights in any
registered or common law trademark corresponding in whole or in part
to the disputed domain name.

The use of the Complainant’s ‘Godrej’” and Godrej Aer marks, of which
the mark ‘Godrej’ is a well-known trademark, clearly indicates that
the Respondent knew of the Complainant’s ‘well-known’ mark and its
business activities due to the fact that the ‘Godrej’ mark has been in use
by the Complainant in relation to various household products since the
year 1897. Similarly, the Godrej Aer marks have been in continuous use
since the year 2012. It is thus highly improbable that the Respondent
has any rights or legitimate interests in the impugned domain name. The
term ‘Godrej’ has also been recognized as being a well-known mark in
past WIPO decisions. [Relevant Decisions: Godrej Consumer Products
Limited v. Registration Private, Domains By Proxy, LLC / Vishal
Jain, fmcg D2020-1616; Godrej Industries Limited, and Godrej
Consumer Products Limited v. llaxmi narayan Case No. D2023-0971;
Godrej Industries Limited and Godrej Seeds and Genetics Limited v.
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